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2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application/Control Number: 10/348,212 Page 2 

Art Unit: 3672 

DETAILED ACTION 
Claim Objections 

Claims 1 1 ,24 and 57 are objected to because of the following informalities: In 
claim 1 1 , line 2; "grater" should be -greater-. In claims 24 and 57, line 1 , no 
antecedent basis could be found for "the bonding step". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6,11-14,22-24,27,30-33,37-39,41-47,55-57,60,63,64,67-69,74-77,81-83 
and 85-87 are rejected under 35 U.S.C. 102(b) as being anticipated by Blount et al. 

Blount discloses apparatus and method for expanding a structure in a well. 
Structure 42 is positioned in an unexpanded state within the well (fig. 4). Structure 42 is 
expanded within the well to the expanded state. Shear force is increased between the 
layers because adhesive or mechanical locking means are provided between the layers. 
As to claims 2,43,74 and 87, the structure is collapsed from an initial configuration to the 
unexpanded configuration (see col. 5, lines 50-55). As to claims 3 and 31 , the layers 
displace relative to one another and resistance to displacement is increased by use of 
adhesive or mechanical bonding. As to claims 4,37,67 and 81, the layers are 
mechanically locked (see fig. 13). As to claims 5 and 6, the layers can be adhesively 
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Art Unit: 3672 

bonded (see col. 5, lines 45-50). As to claims 1 1 ,44 and 68, it is inherent that an inner 
layer 42 is yielded more than an outer layer 42 since the inner layer must be expanded 
further than the outer layer. As to claims 12,13,45 and 46, the means can be expanded 
by applying pressure to a bladder 34. As to claims 14,47 and 69, it is inherent that 
tension will be applied to the outer layers and compression to the inner layer when the 
expansion force is removed since the structure of Blount et al is the same as the 
claimed structure. As to claims 22 and 55, the layers are spaced apart by the adhesive. 
As to claims 23,24,32,33,41,42,56,57,64,75,76,77,85 and 86, adhesive is placed 
between the layers and bonding occurs after placement of the adhesive. Adhesive 
bonding is considered to be chemical bonding. As to claims 27 and 60, fig. 3A shows 
sealant 23,25 engaging the tubular. As to claims 38,39,82 and 83, fig. 13 shows 
interlocking profiles and these interlocking profiles will increase friction between the 
layers. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 15,25,26,48,58,59,72 and 73 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Blount et al. 

As to claims 15 and 48, it would have been considered obvious to connect a 
cementing shoe to the structure of Blount et al since any known well tool could be 
combined with the structure of Blount et al. As to claims 25,26,58,59,72 and 73, it 
would have been considered an obvious design choice to form the inner layer having a 
greater thickness or a lesser thickness since no criticality is required as evidenced by 
the claims. 

Claims 28 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Blount et al in view of Badrak et al. h 

Blount is described above and is considered to disclose all of the claimed 
limitation except for the use of a gripping means carried on the expandable structure. 



Application/Control Number: 10/348,212 Page 5 

Art Unit: 3672 

Badrak discloses gripping means 440 on an expandable structure. It would have been 
considered obvious to place gripping means on the structure of Blount et al as taught by 
Badrak so that the device of Blount et al could be hung in a well. 

Claims 10,36,66 and 80 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blount et al in view of Busshoff et al. 

Blount et al (see above) is considered to disclose all of the claimed features 
except for the use of a heat-activated adhesive. Busshoff et al teaches that heat 
activated adhesives are known. It would have been considered obvious to use a heat 
activated adhesive as taught by Busshoff in the device of Bonner since any known 
adhesive could be substituted for the adhesive in Blount since they are equivalent parts 
for performing equivalent functions. 

Claims 7-9,34,35,65,78 and 79 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blount et al in view of Shepard et al or Bonner. 

Blount et al is considered to disclose all of the claimed features except for the 
adhesive being placed in capsules and fracturing the capsules when the adhesive is to 
be released. Both Bonner and Shepard disclose that it is known to place adhesives in 
capsules and fracture the capsules when it is desired to release the adhesive. It would 
have been considered obvious to place the adhesive of Blount et al in capsules as 
taught by Bonner or Shepard since placement of the adhesive in fracturable capsules 
ensures placement of the adhesive at the desired time. 
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Allowable Subject Matter 

Claims 16-21 ,29,40,49-54,62,70,71 and 84 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P Neuder whose telephone number is 703-308- 
2150. The examiner can normally be reached on Tuesday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J Bagnell can be reached on 703-308-2151 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

s^C^s*- 

William P Neuder 
Primary Examiner 
Art Unit 3672 

W.P.N. 
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